THL'S OPI NI ON WAS NOT__ WRI TTEN FOR PUBLI CATI ON

The opinion in support of the decision being entered today (1) was not witten
for publication in a law journal and (2) is not binding precedent of the Board.

Paper No. 12

UNI TED STATES PATENT AND TRADEMARK OFFI CE

BEFORE THE BOARD OF PATENT APPEALS
AND | NTERFERENCES

Ex parte NI CHOLAS S. NOGAR

Appeal No. 1997-1861
Application No. 08/412, 235

ON BRI EF

Bef ore WARREN, KRATZ, and DELMENDO, Admi ni strative Patent

Judges.
KRATZ, Adnministrative Patent Judge.

DECI SI ON ON APPEAL

This is a decision on appeal fromthe exam ner's refusal
to allowclainms 1-3, 5-8 and 10, which are all of the clains
pending in this application.

BACKGROUND

Appel lant's invention relates to a nethod of determ ning

the amount of lead in a liquid blood sanple. An understandi ng
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of the invention can be derived froma readi ng of exenplary
cl ai ns

1 and 10, which are reproduced bel ow.

1. A nmethod for determ ning the amount of lead in a
liquid blood sanpl e, which conprises the steps of:

a. applying a known vol une of blood to be investigated
to a lead-free, electrically conducting substrate;

b. drying the blood so appli ed;
c. analyzing the blood sanple to exhaustion using
resonant | aser ablation, selectively producing thereby an ion

count fromlead atons present therein; and

d. integrating the ion count; whereby the integrated ion
count is a nmeasure of the |lead content.

10. A nethod for determning the anount of lead in a
solid bl ood sanple, which conprises the steps of:

a. placing the blood to be investigated on a | ead-free,
el ectrically conducting substrate;

b. analyzing a portion of the blood using resonant |aser
abl ation, selectively producing thereby an ion count from|l ead
atons present therein;

c. simultaneously analyzing an identical size portion of
t he bl ood sanple for sodium atom content using the sanme nass
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spectroscopy apparatus as that used in step c,[Y producing
t hereby an ion count from sodi um atons present therein;

d. obtaining the ratio of the ion count for |ead atons
to the ion count for sodium atons; and

e. determning the sodiumconcentration in the bl ood
sanpl e.

! The reference to step ¢ in claim10, step c appears to
be internally inconsistent. The exam ner should review this
matter and insure that any corrections that may be necessary
are made prior to final disposition of this application.
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The prior art references of record relied upon by the
exam ner in rejecting the appeal ed cl ai ns are:
Schmdt et al. (Schmdt), “LAMVA-Investigations of Biological

and Medi cal Specinens,” Scanning Electron M croscopy 1980/11,
pp. 623-631 (SEM Inc., AMF O Hare, Chicago, ILl).

Orenetto et al. (Orenetto), “Direct Determ nation of Lead in
Bl ood by Laser-excited Fl ame Atom c-Fl uorescence
Spectronetry,” Analyst, Vol. 109, pages 1067-1070 (Joint
Research Centre, Chem stry Division, Ispra (Varese), Italy,
Aug. 1984).

Fearey et al. (Fearey), “Pulsed Laser Resonance |onization
Mass Spectronetry for Elenentally Selective Detection of Lead
and Bismuth M xtures,” (Reprinted from Analytical Chem stry,
Vol une

60, pp. 1786-1790 © Anerican Chem cal Society 1988).

Appel lant additionally cites the follow ng reference:

Nogar et al. (Nogar),? “Chrom um Detection by Laser Desorption
and Resonance |onization Mass Spectroscopy,” Analytical
Chem stry, Volume 64, p. 465 (1992).

Clainms 1-3, 5-8 and 10 stand rejected under 35 U S. C
8 103 as being unpatentable over Schmdt in view of Orenetto

and Fear ey.

2 W note that Nogar was referenced by the exam ner at
page 4 of the final rejection; however, we do not consider
Nogar as bei ng before us as evi dence of obviousness in our
consideration of the examner’s rejection. This is so since
the exam ner’s stated rejection (see answer, nunbered pages 3-
6) does not |ist Nogar as part of the evidence being relied
upon. See In re Hoch, 428 F.2d 1341, 1342 n.3, 166 USPQ 406
407 n. 3 (CCPA 1970).
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CPI NI ON
We have carefully reviewed the respective positions
presented by appellant and the examner. 1In so doing, we find
ourselves in agreenent with appellant that the applied prior

art fails to establish a prima facie case of obvi ousness of

the clained subject matter. Accordingly, we will not sustain
the examner's rejection for essentially those reasons
advanced by appellant, and we add the following primarily for
enphasi s.

The exam ner (answer, page 5) acknow edges that Schm dt
does not teach “ . . . neasurenent of lead in blood, or use of
resonant |aser ablation” as required by all of the appeal ed
clainms herein. Neverthel ess, the exam ner contends that

[i]t would have been obvious to one of ordinary

skill in the art at the tinme the invention was nade

to use the Schmdt et al. nethod to nmeasure lead in

bl ood because it is generally known to neasure |ead

in blood as shown by Onrenetto et al. and because of

the Schm dt et al. nethod detection sensitivity. |If

one were not concerned with the tine required to
anal yze a single sanple, it would have been obvi ous

to one of ordinary skill in the art . . . to neasure
the sanple to exhaustion because one of ordinary
skill in the art would have recogni zed that a

statistical distribution of analysis sites per
sanple is a tine saving nmeasure which is used to
anal yze a sanple wi thout using the whol e sanpl e when
the concentration of the analyte is expected to be
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relatively consistent throughout the sanple. It
woul d have been obvious to one of ordinary skill in
the art . . . to use a resonant |aser ablation
techni que as taught by Fearey et al. because one of
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skill in the art woul d have recogni zed that the

techni que woul d i nprove the detection because of

its selectivity for | ead as shown by Fearey et al.

[1d.; pages 5-6.]

Qur review of the references relied upon by the exam ner
| eads us to the determination that the examner’s rejection is
founded on an i nadequate evidentiary basis to establish the
obvi ousness of the clained process within the nmeani ng of
35 U.S.C. 8 103. For exanple, not wthstandi ng the exam ner’s
opi nion (answer, page 7), Schm dt does not specifically
suggest that the use of their |aser m croprobe-nmass-anal yzer
for nmeasuring lead in blood would be nore sensitive than the
| aser-excited flame atom c-fl uorescence spectronetry net hod of
Onenetto as alleged by the exam ner. 1ndeed, Schm dt does not
di scl ose the analysis of lead in blood by their |aser
m cropr obe- mass- anal yzer or conpare such an analysis with a
bl ood | ead determ nation according to the nethod of Onenetto.
Wil e Schm dt (page 623) does generally refer to atomc
absorption spectronetry as a technique that existed prior to
their work that was useful for routine quantitative analysis

with limtations they attenpt to circunvent, such a general

di scussion is hardly a teaching or suggestion regarding the
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use of a resonant |aser ablation nmethod corresponding to the
particularly clainmed nmethod herein for determ ning the anount
of lead in a liquid bl ood sanple.

Nei t her has the exam ner convincingly explai ned how t he
teachi ngs of Fearey woul d renedy the above-noted deficiencies
of Schm dt and Onenetto. While Fearey (see, e.g., page 1786)
does
di scl ose pul sed | aser resonance ionization nass spectronetry
in analyzing bisnmuth and | ead m xtures so as to avoid the
interference of lead in the analysis of large isotope ratio’s
in bismuth, Fearey does not teach or suggest resonant | aser
abl ation as a nethod for neasuring lead in blood in a manner
so as to lead one of ordinary skill in the art to the herein
cl ai med process. Hence, on this record, we do not agree with
the exam ner’s position regarding the obviousness of the
proposed nodi fications of Schm dt.

W note the nere fact that the prior art could be
nodi fi ed as proposed by the exam ner is not sufficient to

establish a prima facie case. See In re Fritch, 972 F.2d

1260, 1266 n. 14,
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23 USP2d 1780, 1783-84 n.14 (Fed. Gr. 1992). The
determ nati on of obvi ousness must be based on facts, and not

on unsupported generalities. See In re Freed, 425 F. 2d 785,

787, 165 USPQ 570,
571 (CCPA 1970). Moreover, there nust be sone basis in the
references for concluding that the claimed subject matter

woul d have been obvi ous.

In our view, the notivation for the exam ner's stated
rejection appears to cone solely fromthe description of
appellant’s invention in their specification. Thus, the
record indicates that the exam ner used inpermssible

hi ndsi ght when rejecting the clains. See WL. Gore & Assoc.

v. Garlock, Inc., 721 F.2d 1540, 1553, 220 USPQ 303, 312-13

(Fed. GCr. 1983), cert. denied, 469 U S. 851 (1984); In re

Rot hermel , 276 F.2d 393, 396, 125 USPQ 328, 331 (CCPA 1960).
Accordingly, we will not sustain the exam ner’s rejection for

the reasons set forth above and as devel oped in appellant’s

bri ef.
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CONCLUSI ON

The deci sion of the exam ner is reversed.

REVERSED

CHARLES F. WARREN
Adm ni strative Patent Judge

BOARD OF PATENT
PETER F. KRATZ )

Adm ni strative Patent Judge APPEALS AND

| NTERFERENCES

ROMULO H. DELMENDO
Adm ni strative Patent Judge

PFK: hh
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Sanmuel M Freund

LG/ BPL M5 D412

Los Al anps National Laboratory
Los Al anbs, NM 87545
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